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Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 3, 5, 6, 8, 9 and 12 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. There is no antecedent basis in claim 1 for the recitation of a 
component (D) in claim 3. In claim 12, the word "obtainable" renders the claim indefinite 
because it is not clear whether applicant intends to claim an optical element obtained by curing 
the composition according to claim 1 or an optical element that can be obtained by other methods 
as well. 

With respect to claim 5, the use of the word "types" renders the claim indefinite because 
it is not clear what the scope of the possible types is. The claim recites "specific structures (as 
shown in figures 1 and 2)". This recitation is indefinite mainly because the specific structures are 
not shown in the claim. Furthermore, the recitation enclosed by parentheses is not clearly part of 
the claimed subject matter. 

With respect to claims 6, 7 and 9, the specification discloses that the compositions 
contain a cationic photoinitiator whenever component A2 (epoxy-functional) or component D, an 
epoxy compound, is present. There is no mention of compositions comprising only 
(meth)acrylate compounds as component (A) with acrylate component B and both free radical 
and cationic photoinitiators. See page 6, lines 2-5, and Examples 5-8. 
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Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by EP 0 109 744. EP 
'744 discloses compositions comprising an acrylated adduct of an epoxy resin, phenoxyethyl 
acrylate, a different acrylate adduct and free radical photoinitiator. The acrylated epoxy is 
preferably an acrylated Bisphenol A epoxy, which is said to give the best flexibility and the 
toughest coatings (page 4, first paragraph). Phenoxyethylacrylate is said to have the best solvent 
power for the disclosed compositions and to provide a more flexible coating (page 4, lines 12- 
14). Example 3 anticipates the instant claim. 

Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Gallant (5,851,598). 
See tables 3 and 4. 

Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Kushi et al 
(4,970,135). See Examples 3-14 for compositions containing a tetrabromophenoxy acrylate 
compound and phenoxyacrylate with a free radical photoinitiator. 
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Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Nakayama et al 
(5,453,452). See the Abstract and column 3, lines 33-38. Phenoxyethyl (meth)acrylate and 
polyethoxy di(meth)acrylate of tetrabromobisphenol A are taught as ethylenically unsaturated 
monomers "C" in column 4, lines 3-21. Photoinitiators are taught in column 4, lines 22-59. 

Claims 1, 4 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by GB 2 274 
120. GB '120 discloses pre-preg compositions comprising a compound containing both acrylate 
and epoxy functional groups or a mixture of epoxy resin and acrylate resin with both a cationic 
photoinitiator and a radical photoinitiator. See Example 2. 

Claims 1, 4 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by DE 33 39 
754. DE '754 discloses compositions comprising acrylated epoxy resins, multifunctional acrylic 
monomers and oligomers. A photoinitiating system including free radical photoinitiators and 
cationic photoinitiators is taught. See page 4, paragraph 4, to page 8, paragraph 2. 

Claims 1, 2, 4 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
98/39390. WO '390 discloses coating compositions comprising a cationic photoinitiator and a 
free radical photoinitiator. Glycidyl ethers, including bisphenol A diglycidyl ether, are taught on 
page 5. Ethylenically unsaturated compounds, including triacrylates, are taught on page 6. 

Claims 1, 3, 4 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
99/63017. WO '017 teaches combining epoxy compounds, acrylate compounds, cationic 
photoinitiators and free radical photoinitiators to speed the cure of the epoxy components for 
optical disc production. See page 8, lines 5-25. Reactive diluents include triacrylates (page 21). 
Epoxy resins based on bisphenols and cycloaliphatic epoxides are taught on page 22. 
Photoinitiators, including phosphates, are taught on page 23. 
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Claims 1-4 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by Land 
(4,694,029). Land discloses a hybrid photocure system wherein the composition comprises an 
epoxy compound, an acrylate monomer, a cationic photoinitiator and a free radical 
photoinitiator. Diglycidyl ethers of a polyhydric phenol are taught in column 3 and used in 
Example 3. Tri (meth)acrylates are included in the acrylate monomers taught in column 3 and 
triacrylates are used in the Examples. Hexafluorophosphate cationic photoinitiators are taught in 
columns 4-5. Examples 3 and 5 teach the combination of Epon 828, UVR-6110, a triacrylate 
monomer, cationic photoinitiator and free radical photoinitiator. 

Claims 1, 3, 4 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Steinmann et al (5,783,615). Steinmann et al disclose compositions comprising a cationic 
photoinitiator and a free radical photoinitiator, acrylated diglycidyl ether of a bisphenol A 
(applicant's "A"), a compound having three of more acrylate groups (applicant's B), and a 
cycloaliphatic epoxy compound in Examples 16-19 and 22. 

Claims 10-12 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over any of GB 2 274 120, WO 98/39390, WO 99/63017, DE 
33 39 754, Land (4,694,029) and Steinmann et al (5,783,615). Each Patentee discloses 
compositions comprising components corresponding to those set forth in instant claim 1. 
Therefore, the prior art compositions would be expected to exhibit the same properties as are set 
forth in claims 10 or 11 in the absence of convincing reasons or evidence to the contrary. 
Furthermore, the disclosed compositions would be expected to provide an optical component, as 
set forth in instant claim 12, in the absence of convincing reasons or evidence to the contrary. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Rot et al (5,479,555) disclose photopolymerizable compositions for making optical 
materials having high refractive index wherein tetrabromobisphenol A di(meth)acrylate and 
phenoxyethyl (meth)acrylate are taught as examples of compounds (III) and (IV) in the 
compositions (column 7, lines 9-18). Free radical photoinitiators are taught. 

Treadway (6,100,313), cited by applicant, discloses compositions for optical coatings 
comprising diglycidyl ethers, acrylate monomers having an acrylate functionality of not more 

i 

than two, free radical photoinitiators and cationic photoinitiators. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



SB /Susan W Berman/ 

6/23/2007 Primary Examiner 

Art Unit 1711 



